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Office Action Dated: January 5, 2009 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re Application of; ConfinnationNo.: 6994 

Jordan Pollack 

Application No.: 09/915,425 Group Art Unit: 2442 

Filing Date: July 26, 2001 Examiner: Michael W. Chao 

For: System and Method for the Electronic Mail Based Management and 
Mfinipulation of Stored Files 

Mail Stop AmendjTient 
Cornniissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313^1450 

Sir: 

REPLY PURSUANT TO 37 CFR § 1.111 

In response to tlie Official Action dated January S, 2009, reconsideration is 
respectiully requested in view of the amendments and/or remarks as indicated below: 

□ Amendments to the Specification begin on page of fliis paper. 

Amendments to the Claims are reflected in tlie listing of the claims which 
begins on page 1 of this paper. 

□ Amendments to the Drawings begin on page of this paper and include an 
attached replacement sheet. 

Remarks begin on page 1 0 of this paper. 
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This listing of claims will replace all prior versions, and listings, of claims in the application. 
Listing of Claims: 

1 . (Previously presented) A system for management and manipulation of stored files 
through electronic mail items comprising: 

a first receiving portal configured to receive, fiom a sender, a first electronic mail 
item addressed to a recipient, wherein tl^e first electi-onic mail item comprises a file; 

a mail processor configured to produce a stripped electronic mail item by removing 
the file from the first electronic mail item and replacing it with a corresponding file handle; 

a storage device configured to store the file; 

a mail deliverer configured to send \h& stripped electronic mail item to the recipient; 

a second receiving portal configured to receive, from the recipient, a second electronic 
mail item including a first field which contains a user identification, a second field wliich 
contains the file handle, and a third field which contains a command specification, without 
prompting for the email item; 

a rights verifier configured to determine whether the recipient has privilege to access 
the stored frle corresponding to said file handle; 

a file handle recognizer configured to locate a file handle pattern within die electronic 
mail item; and 

a command executor configured to execute said command specification on die file 
retrieved from said storage device when the recipient is verified to have the access rights to 
the file. 

2. (Previously presented) The system for management and maniptdation of stored files 
of claim 1, wherein tlie file handle recognizer is configured for locating conforming file 
handle patterns witliin the body of the electronic mail item. 

3 . (Original) The system for management and manipulation of stored files of claim 1 
frirther including a user identification system which extracts infonnation from the electronic 
mail item mcluding the from address, destination address, the subject, the reply^o, and the 
body of the electronic mail item, to enable verification of the sender as a biown user of tlie 
system. 
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4. (Previously presented) The system for managemem and manipulation of stored files 
of claim 3 further including a command parser which recognizes gnd assembles a command 
out of the information extracted from the electronic mail item. 

5 . (Original) The system for management and manipulation of stored files of claim 1 
wherein the command specification instructs said command executor to delete the file from 
said storage device. 

6. (Original) The system for management and manipulation of stored files of claim 1 
wherein the command specification instructs said command e^cecutor to retrieve the file as an 
email aitacliment. 

7. (Original) The system for management and manipulation of stored files of claim 1 
wherein the command specification instructs said command executor to forward the file to a 
third party as an email attachment. 

8. (Original) The system for management and manipulation of stored files of claim 1 
wherein the command specification instructs said command executor to forward to a third 
party a newly constructed file handle to the file stored on said storage device. 

9. (Currently Amended) The system for management and mainpulation of stored [[ales]] 
files of claim 1 wherein the command specification instructs said command executor to print 
the file on a fax machine at a specified telephone number- 

10. (Original) The system for management and manipulation of stored files of claim 1 
airther including at least one of an optical character recognition device, automatic speech 
recognition device, language translation device, and a file format translation device 
associated with said command executor, 

1 1 . (Original) The system for management and manipulation of stored files of claim 1 
wherein the command specification instructs said command executor to convert the file to 
plain text and email it back to the sender. 
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1 2. (Original) The system for managemen.t and manipulation of stored files of claim 1 
wherein the command specification instructs said command executor to convert the Rle to an 
audio file and to forward the audio file to a telephone at a specified number. 

1 3 . (Currently Amended) The system for management and manipulation of stored files of 
claim 1 wherein the command specification instructs tlie command executor to print the file 
at a printer, and to instruct a mailing component to i n sert the printed file into a postal mail 
system atrteiHa:ti< aal]y print th e fil e- and mai - l - it-to a thi r-d-party. 

14. (Original) The system for management and manipulation of stored files of claim 1 
wherein the storage device furd^er includes an automatic deletion timer associated with at 
least one of the stored tiles. 

1 5 . (Currently Amended) The system for mairagement and manipulation of stored files of 
claim 1 wherein the command specification instructs the command executor to change [[the]] 
a.date of auto deletion of the file. 

1 6. (Original) The system for management and manipulation of stored files of claim 1 
wherein said file handle is a unifonn resource locator. 

17. (Original) The system for management and manipulation of stored files of claim 1 
wherein the storage device is chosen from die group consisting of hard drives, optical drives, 
random access memories, tape drives, RAID arrays, and storage area networks. 

18. (Previously presented) A method for electronic mail based management and 
manipulation of stored files contained within a storage device, comprising the steps of: 

receiving, from a sender, a first electronic email item addressed to a recipient, wherein 
the first electronic mail item comprises a fde; 

producing a stripped electronic mail item by replacing the file witli a file handle that 
corresponds to tlie file; 

storing the file in a storage device; 

delivering the stripped electronic mail item to the recipient; 
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receiving, from the recipient, a second electronic mail item which contains a first field 
wliich contains a user identification, a second field which contains tl^e file handle and a third 
field which contains a command specification, without prompting for the email item; 

locating the file handle within the electronic mail item; 

determining that the recipient has privilege to access the stored file; 

retrieving the stored file fjom said storage device; and 

executing the command specification on the file retrieved Jiom the storage device. 

1 9. (Previously presented) A computer readable medium having a plurality of instructions 
stored thereon which, when executed by a processor associated with a system containing 
stored files wiHiin a storage device, cause the processor to perfonn tlie steps of: 

receiving, from a sender, a Erst electronic email item addressed to a recipient, wherein 
the first electronic mail item comprises a file; 

producing a stripped electronic mail iiem by replacing the file with a file handle that 
corresponds to the file; 

Storing the file in a storage device; 

delivering the stripped electronic mail item to the recipient; 

receiving, from the recipient, a second electronic mail item which contains a first field 
which contains a user identification, a second field wliich contains fee file handle and a third 
field which contains a command specification, without prompting for tlie email item; 

locating the file handle within the electronic mail item; 

determining tliat the recipient has privilege to access the stored file; 

retrieving tire stored file fi:om said storage device; and 

executing the command specification on the file retrieved firom llie storage device. 

20. (Original) The computer readable medium of claim 1 9 in wliich computer readable 
medium is a hard drive. 

2 1 . (Original) The computer readable medium of claim 1 9 in which tlie computer 
readable medium is an optical drive. 
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22. (Original) The computer readable mediiun of claim 1 9 in which tlie computer 
readable medium is a Random Access Memory. 

23 . (Original) The computer readable medium of claim 1 9 in which the computer 
readable medium is a Read Only Memory. 

24. (Original) The computer readable medium of claim 19 in which the computer 
readable medium is a tape drive. 

25 . (Previously presented) A processor and memory configured to perform tlie steps of: 
receiving, from a sender, a first electronic email item addressed to a recipient, wherein 

the first electronic mail item comprises a file; 

producing a stripped electronic mail item by replacing tlie file with a file hai^dle that 
corresponds to the file; 

storing the file in a storage device; 

deUvering the stripped electronic mail item to tlie recipient; 

receiving, from tlie recipient, a second electronic mail item which contains a first field 
which contains a user identification, a second field which contains the file handle and a third 
field wliich contains a command specification, without prompting for tlie email item; 

locating the file handle within tlie electronic mail item; 

determining that the recipient has privilege to access the stored file; 

retrieving tlie stored file from said storage device; and 

executing the command specification on the file retrieved from tlie storage device. 

26. (Original) The processor and memory of claim 25 in which the processor and memory 
are incorporated into a personal computer. 

27. (Original) The processor and memory of claim 25 in which tlie processor and memory 
are incorporated into a programmable logic contToUer. 

28. (Original) The processor and memory of claim 25 in which tlie processor and memory 
are incorporated into a single board computer. 
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29. (Original) The processor and memory of claim 25 in which the processor and memory 
are incorporated into an array of network servers. 

30. (Witlidrawn) In a system for managing and manipulating stored files, a receiving 
portal for use in combination with a rights verifier, a command executor and a storage device 
containing stored files, said receiving portal comprising at least one of a software program 
configured to listen to a particular port of a network from which email items are received and 
a program which runs every time an email is received within a range of email addresses; 

wherein said receiving portal is configured to receive, via said network, an electronic 
mail item from a sender including user identification, a file handle and a command 
specification, and to invoke said rights verifier and said command executor in response to 
said electronic mail item. 

3 1 . (Withdrawn) A system as recited in claim 30, wherein said storage device contains a 
file coiTesponding to said file handle. 

32. (Withdrawn) A system as recited in claim 3 1 , wherein said rights verifier is 
configured to determine whether or not tl^e sender has privilege to access the stored file. 

33. (Wiliidrawn) A system as recited in claim 32, wherein said command executor is 
configured to execute said command specification on the file retrieved from said storage 
device. 

34. (Withdrawn) A system as recited in claim 33, wherein the receiving portal is 
configured to employ a file handle recognizer to locate conforming file handle patterns within 
the body of the electronic mail item. 

35 . (Witlidrawn) A system as recited in claim 33, wherein tlae receiving portal is 
configured to identify the command specification within a To: field of tlie electronic mail 
item. 

36. (Withdravm) A system as recited in claim 3 3 , wherein tlie receiving portal is 
configured to identify the command specification witliin a Subject: field of the electronic 
mail item. 
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37. (Withdrawn) A system as recited in claim 33, wherein the receiving portal is 
configured to identify command specifications witiiin a To: field and a Subject: field of the 
electronic mail item. 

3 8 . (Previously presented) A system for management and manipidation of stored files 
through electronic mail items comprising: 

means for receiving, from a sender, a first electronic email item addressed to a 
recipient, wherein the first electronic mail item comprises a file; 

means for producing a stripped electronic mail item by replacing the file with a file 
handle that corresponds to the file; 

means for storing the file in a storage device; 

means for delivering the stripped electronic mail item to the recipient; 

means for receiving, from the recipient, a second electronic mail item which contains 
a first field wliich contains a user identification, a second field which contains tire file handle 
and a tlnrd field which contains a command specification, without prompting for the email 
item; 

means for locating tiie file handle within the electronic mail item; 

means for determining that tlie recipient has privilege to access the stored file; 

means for retrieving the stored file from said storage device; and 

means for executing tlie command specification on tiie file retrieved from the storage 

device. 

39. (Previously presented) A method for manipulating remotely stored files 
attached to a received email, comprising: 

receiving, from a server, a first email originated from a sender, wherein tlie first email 
comprises a file reference, the file originally being attached to the first email, the file having 
been stripped from the first email by the server and replaced with tlie file reference, the file 
being stored on the server; 

sending a second email including a first field tliat contains a user identification, a 
second field that contains the file reference, and a third field that contains a command 
specification; and 
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receivmg a result of the command specification operating on the file when the user 

identification is verified to have the rights to perform the command specification on tlie filf 
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REMARKS 

Claims 1-29 are pending in the present application. Claims 1-8, 10-14 and 16-2 
stand rejected. Claims 9 and 15 stand objected to. 

Telephonic Examiner Interview 

[[[Requested* The^exto^iner^s &PE isnH;available;until.March Vandjie doesn't 
b coiiduct an" Intemew'witl^du^^ :SPE]i] 



Claim Objections 

Examiner objects to the word "ales" in claim 9. Applicants have amended it to read 
"files." Examiner objects to tlae claiml5 limitation of "change the date of autodeletion of the 
fde." Applicants have ajnended the limitation to read "change a date of autodeletion of tlie 
file." Applicants respectfully submit that tliese amendments overcome the present objections. 



Claim Rejections - 3S USC § J 12 

Claim 13 stands rejected because the examiner states, "it is unclear how a software 
program could physically mail a paper docuiTient to a tliird party " Applicants have amended 
the claim to clarify m the interest of expediting prosecution, but respectfially disagree. It is 
inherent that a software program executes on hardwai-e. It is common for a hardwai-e 
computer to be connected to a printer to prim electronic files in physical form. F^irther, 
mechanical and/or computer systems for producing stamped letters and introducing those 
letters into a postal mail system are known. 

That being said, applicants have amended the claim to read . .specification instructs 
the command executor to print tlie file at a printer, and to instruct a mailing component to 
insert the printed file into a postal mail system." Applicants respectfully submit that tliis 
overcomes the rejection. 



Claim Rejections - 35 USC §102 
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Claims 1-4, 6, 17, IS- 19 mid 25 stand rejected under 34 USC 102(e) as being 
anticipated by Karim (Pat. No. 6,654,892). 

Claim 1 recites the limitation, "a first receiving portal configuied to receive, from a 
sender, a first electronic mail item addressed to a recipient, wherein tlie first electronic mail 
item comprises a file." The examiner states that this is taught by Karim at col. 5, line 62: 
"control command is a 'check in' command indicating that the source code in the associated 
identified file is being checked into the source code control system." 

Applicants respectfoUy disagree. Examiner's claim construction requires the first 
receiving portal and tl^e recipient to be part of tlie same device. However, the claim language 
makes it clear that the recipient is separate from the device in which the first receiving portal 
operates. A fiirther limitation of claim 1 recites, "a mail deliverer configured to send the 
stripped electronic mail item to tlie recipient." If the first receiving portal and the recipient 
were tlie same, then there would be no need to send the stripped electronic mail item to tlie 
recipient, since the recipient would already have the electronic mail item. 

Further supporting tliis construction is that different terms are used for these different 
things: "first receiving portal" and "recipient." If they meant tlie same iliing, tlien one of the 
tenns would be superfluous <iSee Primes. Inc. v. Hunter's Specialties, Inc. , 451 F,3d S41, 848 
(CAFC 2006), "Where the terms 'engaging' and 'sealing' are both expressly recited in a 
patent claim, 'engaging' cannot mean the same thing as 'sealing'; if it did, one of the terms 
would be superfluous.). Therefore these two distinct terms within a single claim are to be 
construed to refer to distinct things. 

Claim 1 also recites the limitation, "a mail processor configured to produce a stripped 
electronic mail item by removing the file from die first electronic mail item and replacing it 
with a corresponding file handle." The examiner states that this is taught by Karim at col. S, 
line 57: "the command is obtained &om the client e-mail at block 706 and the associated file 
name is obtained at block 708." 

Applicants respectfully disagree. The present limitation recites talcing the electronic 
mail item and altering it to produce a stripped electronic mail item. However, die reference 
discloses sunply parsing the received email to determine things such as source and 
destination addresses, a command, and. a associated file name. This act of parsing as 
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disclosed by Kaiim does not modify tlie electronic mail item in ai^y way, so no stripped 
electTonic mail item is produced. 

Claim 1 also recites the limitation, "a mail deliverer configured to send the stripped 
electronic mail item to the recipient." The examiner states diat this is taught by Karim at col. 
7, line 22: "where the client code control command is a check out coramaiid, the content of 
the file being checked out of the source code control system may be provided as an 
attachment file." 

Applicants respectfi-illy disagree. As discussed supra, Karim does not disclose a 
stripped electronic mail item. The "aclcnowledgment e-mail" disclosed by Karim lacks the 
claimed connection with the original email item (in tlie present application, "a first elecn-onic 
mail item;" in Karim, "an e-mail") because that aclaiowledgment is sent only in response to 
the e-mail, whereas the stripped electronic mail item of the present application is a directly 
modified form of the first electronic mail item, modified by "removing the file from the first 
electronic mail item and replacing it witli a corresponding file handle." 

Fui-tlier, applicants respectfully submit diat examiner is combining portions of the 
reference in ways not supported by the reference. A Karim email that has a "check in" 
command includes a file attachment. A Karim email that has a "check out" command 
includes a file handle. Those two distinct emails axe part of two distinct transactions and are 
sent from tiie same source - the remote user tliat wishes to access tlie version conixol system. 
One user does not send an e-mail containing a file, resulting in a second user receiving that e- 
mail stripped of the file, which is replaced by a file handle. The first user either sends an e- 
mail containing a file, or the user sends an e-mail containing a file handle, and that first user 
receives whatever result of that e-mail he has sent. 

Claim 1 also recites tlie limitation, "a second receiving portal configured to receive, 
from the recipient, a second electronic mail item including a first field winch contains a user 
identification, a second field which contains the file handle, and a third field which contains a 
command specification, without prompting for tlie email item." The examiner states that tliis 
is taught by Karim at col. 8, line 57: "tlie conmnand is obtained from xhs client e-mail at block 
706 and the associated file name is obtained at block 708." 

Applicants respectfully disagree. Examiner has used this same portion of the 
reference to state that Karim teaches the claimed "a mail processor configured to produce a 
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stripped electronic mail item by removing the file from tlie first electronic mail item md 
replacing it with a corresponding file handle." As per above, the claimed stripped electronic 
mail item and second electronic mail item are to be construed as being distinct things. 
Therefore, applicants respectfully submit that the single e-mail in tliis portion of the 
reference cannot teach both the above claimed "stripped electronic mail item" and Hie here 
claimed "second electronic mail item." Further, as the Karim reference discloses only a 
single user (in addition to the system itself) sending e-mail, it cannot disclose both a sender 
and a recipient (in addition to Hie system itself) sending e-mail as is claimed here. 

Claim 1 also recites the limitation, "a rights verifier configured to deteimine whether 
the recipient has privilege to access the stored file corresponding to said file handle." The 
ejcaminer states tliat this is taught by Karim at col. 6, line 40: "if it is determined at block 504 
that tlie password is hivalid, the e-mail is ignored." 

Applicants respectfially disagree, The present claim recites a per-file access privilege, 
while Karim discloses only a source code control system-wide access privilege, and does not 
disclose tlie smaller granularity of making the privilege on a per-file basis. See Karim at col. 
6, lines 35-6: . .a password may be used to indicate those e-mails tliat are to be processed by 
the source code control system," which discloses only tliai the Kaiim password pertains 
access to the source code control system as a whole. 

For at least these reasons, applicants respectfully submit that claim 1 is in condition 
for allowance. 

Independent claims IS, 19 and 25 recite similar limitations as claim 1. Applicants 
respectfully submit that claims 18, 19, and 25 are in condition for allowance for reasons 
similar to why claim 1 is in condition for allowance. 

Claim 3 recites tlie limitation, "a user identification system which extracts information 
from the electtonic mail item includmg the from address, destination address, the subject, the 
reply-to, and the body of the electronic mail item, to enable verification of the sender as a 
known user of the system." Examiner states tliat this is taught by Karim at Fig. 2 and col 4 
line 55: "The present invention preferably handles only those e-mails that are addressed to the 
source code control system of the presem invention. It is therefore desirable to implement a 
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password or identifier code tlmt tliat may be used to designate those e-mails tliat are 
Eiddressed to the source code control system," 

Applicants respectfully disagree. The reference discloses only using a password or 
identifier code to determine that tlie sender is a known user of tlie system. However, tlie 
clahn recites using the from address, the destination address, flte subject, the reply-to and the 
body of liie electronic mail item. For instance, tlie from address may not reasonably be 
construed to be a password since it is commonly publicly visible and a tenet of password 
policy is that passwords are kept private. The same applies to such fields as the destination 
address and the reply-to. 

For at least these reasons, as well as because it depends from claim 1 which is in 
condition for allowance, applicants respectfully submit that claim 3 is in condition for 
allowance. 

Applicants respectfiilly submit that dependent claims 2, 4, 6 and 17 are in condition 
for allowance for at least the reasons that independent claim 1 is in condition for allowance. 

Claim Rejections - 35 USC §103 

Claims 5, 7, 9 and 10 stand rejected m^der 35 U.S.C. 103(a) as being unpatentable 
over Karim. in view of Boaz et al. (U.S. 5,333,266), Applicants respectfully submit that 
dependent claims 5, 7, 9 and 10 are in condition for allowance for at least the reasons that 
independent claim 1 is in condition for allowance. 

Claims 1 1 and 16 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Karim, in view of Pearl et al. (US 200210083035). Applicants respectfriUy submit that 
dependent claims 1 1 and 1 6 are in condition for allowance for at least the reasons tliat 
independent claim 1 is in condition for allowance. 

Claim 12 stands rejected under 35 U.S.C. 103(a) as being unpatentable over Karim in 
view of Boa^, in view of Tverskoy et al. (US 2001 10043678). Applicants respectfully 
submit tliat dependent claim 12 is in condition for allowance for at least the reasons that 
independent claim 1 is in condition for allowance. 
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Claim 13 stands rejected under 35 U.S.C. 103(a) as being unpatentable over Karim in 
view of Boaz, in view of Martin (US 6,432,232). Applicants respectfiilly submit that 
dependent claim 13 is in condition for allowance for at least the reasons ftat independent 
claim 1 is in condition for allowance. 

Claims 14 and 15 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Karim in view of Boaz, in view of Rya^i et al. ApplicEints respectfully submit that dependent 
claims 14 and 15 are in condition for allowance for at least tlie reasons that independent claim 
1 is in condition for allowance. 

Claims 8, 21, 24, 27and 29 stand rejected tmder 35 U.S.C. 103Ca) as being 
unpatentable over Karim. Applicants respectfully submit tliat dependent claims 8, 21, 24, 27, 
and 29are in condition for allowance for at least tlie reasons tliat independent claims 1, 19 and 
25 are in condition for allowance. 



Date: DRAFT 



Woodcoclc Washburn LLP 
Cira Centre 

2929 Arch Street, I2tli Floor 
Philadelphia, PA 19104-2891 
Telephone: (215) 568-3100 
Facsimile: (215) 568-3439 



Peter Trahms-Heudorfer 
Registration No. 59,282 



Page 15 of 15 

PAGE 1/11/ * RCVD AT 311/12009 3:34:09 PM [Eastern Daylight Time] * SVR:USPT0-EFXRF-6I33 ' DNiS:2/0665/ * CSiD: • DURATION (mm-ss):05-02 



